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REMARKS 

The Amendments to the Claims 

Applicants respectfully request entry of the above amendments as described 
below, and reconsideration and withdrawal of the rejection of claims 1-8, 10-12 and 
16-17. 

Claims 1-8, 10 and 16-17 have been amended to recite the term "salt" rather 
than the term "derivative." 

Claims 1-7 have been amended to recite the term "is" rather than the term 

"represents." 

Claim 8 has been redrafted into independent form. 
Claims 9 and 13-15 have been canceled. 

Claims 16 and 17 have been redrafted into pharmaceutical composition 
claims. 

Support for these amendments is in the specification as originally filed. No 
new matter has been added by way of these amendments. No fee is believed due, 
however, should a fee be deemed to be necessary, the Commissioner is hereby 
authorized to charge any fees required by this action or any future action to Deposit 
Account No. 16-1445. 

Recuest For Acknowledcement of Prioritv 

The Examiner has alleged that the filing receipt mailed on May 4. 2007 shows 
that "The application is a 371 of PCT/IB05/00009 filed 1/11/2005, which is 
inconsistent with the International application number provided in the Application 
Data Sheet (PCT/IB05/000079). Further the filing receipt shows a claim to the 
benefit of foreign priority based on UK 0401384.3 filed on January 22, 2004. The 
Examiner has also alleged that a cert:ified copy of the priority document was not filed. 

Applicants respectfully submit that the instant application is a 371 of 
PCT/IB05/000079 filed on January 1 1 , 2005 which claims the benefit of U.S. 
Provisional Patent Appl. No. 60/549,407, filed on March 1 , 2004, and to UK 
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0401384.3, filed on January 22, 2004. A copy of the decision granting thie previously 
filed petitions under 37 CFR 1 .182 and 1 .137(b) is attached hereto as Appendix A. 
In the decision it is noted that the USPTO records should be corrected to denote that 
the instant application is the 371 national stage application of PCT/IB05/00079. 
Applicants respectfully request the Office to correct the records to reflect this 
decision. 

Applicants also note that the 371 filing date of January 29, 2007 on the filing 
receipt mailed on May 4, 2007 is incorrect and should instead be August 9, 2006. 
Applicants respectfully request the Office to conrect the filing date. A marked up 
copy of the filing receipt is attached hereto as Appendix B for reference. In addition, 
a new Application Data Sheet is being submitted herewith which recites the priority 
information as provided above. 

In response to the Examiner's statement that a copy of the priority document 
was not filed Applicants are herewith submitting a copy of UK 0401384.3. 

In view of the foregoing remarks and attachments Applicants respectfully 
request acknowledgement that the instant application is a 371 of PCT/IB05/000079 
filed on January 1 1 , 2005 which claims the benefit of U.S. Provisional Patent Appl. 
No. 60/549,407, filed on March 1, 2004, and to UK 0401384.3, filed on January 22, 
2004. 

The 35 use S 1 12 Rejections 

Claims 1-17 have been rejected under 35 USC § 112, first paragraph as 
allegedly lacking enablement for the phrase "phamnaceutically acceptable 
derivative." The Examiner has stipulated that the specification is enabling for 
phannaceutically acceptable salts. The claims, as amended, now recite "a 
pharmaceutically acceptable salt." Applicants respectfully request that the Examiner 
reconsider claims 1-8, 10-12 and 16-17, as amended, and withdraw the 35 USC § 
112, first paragraph rejection. 

Claims 10-17 have been rejected under 35 USC § 1 12, first paragraph as 
allegedly lacking enablement for the recited method of treatment claims. The 
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Examiner has alleged that one of ordinary skill in the art would be required to 
conduct undue experimentation to practice the recited methods. The Examiner has 
stipulated that the method is enabling for the treatment of rheumatoid arthritis. 

Claims 10-12 are the only remaining method claims since claims 13-15 have 
been canceled and claims 16-17 are now pharmaceutical composition claims. The 
instant method of treatment claims have been amended to recite a method of 
treating primary dysmennorhea, secondary dysmennorhea, premature ejaculation, or 
rheumatoid arthritis with a compound of Formula I. Applicants respectfully submit 
that the specification is fully enabled for the treatment of these disorders. Treatment 
of these disorders is known in the art to be associated with the antagonism of the 
vasopressin receptor. The instant specification clearly teaches that the compounds 
of formula I are vasopressin receptor antagonists, particularly as provided in the 
assays described in the specification at page 26, line 20 through page 28, line 36 
and the biological activity results as provided at page 39. lines 13-21 . In addition the 
instant specification cleariy teaches dosage forms, regimens and methods of 
administering the compounds to a patient in need thereof, as set forth in the 
specification at page 21 , line 6 through page 26, line 20. One of ordinary skill in the 
art would need only follow the teachings provided in the specification to practice the 
instantly claimed method of treatment. Thus, the instantly claimed methods would 
not require one of ordinary skill in the art to conduct undue experimentation. 
Applicants respectfully request that the Examiner reconsider claims 10-12 as 
amended, and withdraw the USC § 1 12, first paragraph rejection. 

Claims 9-17 have been rejected under 35 USC § 112, second paragraph as 
allegedly being indefinite. 

Claims 9 and 13-15 have been rejected as allegedly providing a use for a 
compound but not providing any method or process steps. Claims 9 and 13-15 have 
been canceled by this amendment and thus the rejection of these claims is moot. 

Claim 10 has been rejected as indefinite for reciting the term "including" and 
thus the claim contains a genus and subgenus within the same claim element. The 
term "including" has been deleted from claim 10 by this amendment. Applicants 
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respectfully request that the Examiner reconsider claim 10, as amended, and 
withdraw the 35 USC § 1 12, second paragraph rejection. 

The 35 use SI 01 Reiections 

Claims 9 and 13-15 have been rejected as allegedly being improper process 
claims under 35 USC §101 as no proper process steps are recited in those claims. 
Claims 9 and 13-15 have been canceled by this amendment, thus the rejection of 
those claims is moot. 

In view of the foregoing. Applicants request entry of the amendments, 
consideration of the amended claims and remarks, and allowance of the application. 

Respectfully submitted. 

Date: Julv 10, 2008 /John A, Wichtowski/ 

John A. Wichtowski 
Attorney for Applicant 
Reg. No. 48,032 
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application is the U.S. national stage under 35 U.S.C. 371 of international s^Ucation 
PCT/IB05/00079. Accnrdtngly, tliept^ition under 37 CFR 1.182 is GRANTED. The corrected 
Transmittal Letter, Application Data Sheet and copy of the specification accon^anying the 
pcstition are therefore accepted for entry into the application file as replacements for the respective 
papers filed on 09 August 2006. 



Peiiiion Under 37 CFR 1.137(b) 

The petition to revive under 37 CFR 1. 137(b) filed 09 August 2006 in tl^ above- 
captioned application is hereby GRANTED as follows: 

Applicant states that 'the entire delay in either entering the national phase in the U.S. or 
filing a continuation apphcation firomthe due date of July 23 2006 until the filing of a grantable 
petition under 37 CFR § 1 . 137(b) was unintentional." This is being construed as a statement that 
**the entire delay in filing the required repty firomthe due date for the reply imtil the filing of a 
grantable petition pursuant to 37 CFR 1. 137(b) was unintentional." Petitioner must notify the 
Patent and Trademark Office if such an interpretation of the statement in the petition is not 
correct. Thus, said statement is being accepted in satisfEu:tion of 37 CFR 1. 137(b)(3). 

A review of the application file reveals that applicant has filed the required rcpty in ti^e 
form of the basic national fee, and has paid the petition fee. Thus, the requirCToents of 37 CFR 
1 .137(b) have been satisfied. Therefore, the request to revive the application ^)andoned under 35 
U.S.C. 371(^ is granted as to the National stage in the United States of America. 



CONCLUSION 
The petition under 37 CFR 1. 182 is QRANTEp. 
The petition under 37 CFR 1. 137(b) is gItAlHTEP. 

This wplication is being forwarded to the United States Designated/Elected OfBce for 
further processmg, including (1) the preparation and mailing of a Notification of Missing 
ReQuiiements (Form PCT/DO/BO/905) requiring an executed oath or declaration corapUant with 
37CFR 1 497(a) and (b) and the surchaige under 37 CFR 1 .492(h), and (2) the correction of 
USPTO records, inchidmg PAI-M recorcb, to reflect that this application is tiw U.S. national 
stage of intcraationalaSp&»tion PCT/IB05/00079 and that its title is *Tnazole Denvatrves Which 
h^hit Vasopressin Antagonistic Activity." 




George Dombroske 

PCT L^al Examiner 

Office of PCT Legal Administration 

Tel: (571) 272-3283 

Fax: (571) 273-0459 
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